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Double Patenting 

The nonstatutory double patenting rejection is based on a judicially created doctrine 
grounded m public policy (a policy reflected in the statute) so as to prevent the unjustified or 
improper timewise extension of the "right to exclude" granted by a patent and to prevent possible 
haia^ent by multiple assignees. See In re Goodman, 11 F.3d 1046, 29 USPQ2d 2010 ffed 

F 2d 937 \u u4otwrrpf folof r U$?Q 645 ^ 1985 * In re ^ Ornum, 6*6 
i Q7m h r ™ Q (CCPA 1982); 7 " re V °Z el > 422 R2d 438 » 164 USPQ 619 (CCPA 
1 970);and, In re Thorington, 4 1 8 F.2d 528, 1 63 USPQ 644 (CCPA 1 969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1.321(c) may be used to 
overcome an actual or provisional rejection based on a nonstatutory double pa tenting Aground 
provided the conflicting application or patent is shown to be commonly owned with u£ 
application. See 37 CFR 1 .130(b). 

Effective January 1, 1994, a registered attorney or agent of record may sign a terminal 

CFR ^(b) 1 dlSdaimer Si§ned ^ ^ 388181166 ^ C ° mply * ? 

Claims 1-22 are rejected under the judicially created doctrine of obviousness-type double 

patenting as being unpatentable over claims 1-29 of U.S. Patent No. 6,392,108 Bl (O'Rear). 

Although the conflicting claims are not identical, they are not patentably distinct from each other 

because the method claimed in O'Rear of inhibiting oxidation of a Fischer-Tropsch product 
comprising the step of adding an effective amount of a temporary antioxidant selected from the 
group consisting of sulfides, disulfides, polysulfides, mercaptans, or mixtures thereof, to provide 
a blended product having a final peroxide number of less than 5 ppm after 7 days, results in a 
product which is indistinguishable from the products of the instant claims. 



Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 
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(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner m which the invention was made. y 

Claims 1-22 are rejected under 35 U.S.C. 103(a) as being unpatentable over Alward 
(5,453,211). 

Alward discloses that the oxidation stability of lubricating oil basestocks and formulated 
lubricant oils is improved by the addition of minor amounts of tetralins, alkylated tetralins or 
mixtures thereof, or their combination with organic sulfides to the oil. Alward teaches that 
suitable lubricating oils may be obtained from any source such as natural naphthenic or 
paraffmic petroleum hydrocarbon oils and wax isomerate oils produced by the hydro- 
isomerization of slack waxes or hydrocarbon synthesis waxes such as Fischer-Tropsch waxes. 
See column 1 , lines 5- 1 8 and column 2, lines 47-6 1 . Alward teaches that an amount of organic 
sulfide ranging from 0 to 0.1 weight %, based on the elemental sulfur content of the organic 
sulfide, may be used in combination with the tetralin or alkyl- substituted tetralin. Alward 
teaches that if the lubricating oils have been severely hydrotreated to reduce their inherent sulfur 
contents, the addition of organic sulfides of low to moderate molecular weight and low boiling 
point may be desirable which may later be removed by distillation from the oil prior to the oil 
being combined with commercial additive packages to produce a formulated oil. See column 3, 
lines 5-20. Thus, the examiner is of the position that Alward clearly meets the claim limitations 
of a Fischer-Tropsch product containing a temporary organic sulfide antioxidant, and that 
applicant's open-ended claim language "comprising" allows for the addition of other additices to 
the composition such as the tetralin components of Alward. 
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Claim Rejections - 35 USC § 103 
Claims 1-22 are also rejected under 35 U.S.C. 103(a) as being unpatentable over 
Berlowitz et al (WO 00/! 1 , ,6) or (WO 00/, 1,17), in combination with AlwanJ ]} 

The Berlowitz e, a, ["Berlowitz"] references disclose blending a Fischer-Tropsch derived 
distillate fraction, which is essentially free of s„,fur, with either a raw gas field condensate 
disfllate fraction or a mildly hydrotreated condensate fraction to obtain a stable distillate fuel 
which has antioxidant properties. See page 4 of '! 1 1 ,6. The sulmr content of the blended 
distillate is a, leas. , Ppm by weigh,, preferably a, leas. 4 ppm and up to about 150 ppm by 
weigh, sulfu, See pages 6-7 of • „ 1,6. Peroxide numbers of me blended dis,il,a,e are se, form 
in me examples and several examples have a final peroxide number of !ess man 1 after 28 days 
which is wi,hi„ the Caimen- value of less man 5 ppm after 7 days. Thus the examiner is of the 
position ,ha, ,he Berlowi,z references appear to mee, ,hc limitations of the claims. The 
Berlowitz references, however, do no, drsc.ose remova. of the temporary sulfla- component as 
claimed by applicant. However, the examiner is of the position that, in view of Alward outlined 
above which discloses that the sulfitr component may be removed by distillation from the oi, 
Prior to the oil being combined with commercial additive packages to produce a formulated oil, i, 
would be obvious to the skilled artisan to remove the su.fttr components from the blends of 
Berlowitz if so desired. 
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Conclusion 

Any mouiry concerning this cotnmunicanon or earlier conizations from ,he 
examiner should be directed to E„en M McAvoy whose teiephone number ts (703) 308-25,0. 
The examiner can normally be reached on M-F (7:30-5:00) with alt. Fridays off. 

If attempts to reach the examiner by telephone are unsuccessful, the e xam ,w. 
supervisor, Glenn Ca,darola can be reached on (703, 308-6824. The fax phone numbers for the 
organization where this application or proceeding is assigned are (703) 872-93,0 for regular 

communications and (703) 872-93 nfnri fro. ■ 

y'vjj oil yji I tor After Final communications. 

Anyinauiryofagenera, nature or re,a,i„ g ,„ th e status of this appheation or proceeding 
should be directed to the receptionist whose telephone number is (703) 308-0661. 




EMcAvoy 
April 3, 2003 



